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THE MAILING DATE OF THIS COMMUNICATION. 
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Application Papers 
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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

1. Claims 1-11, 13-23 and 25-36 are rejected under 35 U.S.C. 102(b) as being 

anticipated by Shavit et al. (US Patent 4,799,156, hereafter Shavit). 

Re. Claims 1, 13 & 25, Shavit anticipates a computer-implemented marketplace, 

method and system for providing one or more financial transaction services to 

participants in connection with commercial transactions involving the participants, 

comprising: 

• a database containing (Col. 2, lines 25-27): 

• registration information for one or more types of transactions available to 
participants through the marketplace (subscription/registration - Col. 6, lines 4-6; 
transactions available/options - Col. 6, lines 29-31 ); 

• participation criteria for each participant specifying one or more types of 
transactions in which the participant is willing to participate in association with the 
marketplace, each participant being pre-qualified to enter into the one or more 
types of transactions specified in the participation criteria for the participant (Fig. 
2; Col. 6, lines 4-9); and 

• one or more processes each operable to provide an associated financial 
transaction service for one or more participants in connection with ongoing 
transactions involving the participants (Fig.'s 2, 16, 22, 27-30; Col. 8, line 23 - 
Col. 9, line 42); 

• the marketplace operable to initiate a selected process in response to a specified 
event associated with an ongoing transaction, according to the registration 
information and participation criteria, to provide a corresponding financial 
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transaction service to at least one participant involved in the ongoing transaction 
(Fig.'s 2, 16, 22, 27-30; Col. 8, line 23 - Col. 9, line 42); and 
• monitor activities of the at least one participant in the ongoing transaction to 
assess whether the participant should continue to be pre-qualified to participate 
in transactions of the same type as the ongoing transaction (Fig. 8, 224-234; Col. 
20, I. 64 -Col. 21, I. 36). 
Re. Claims 2 & 14, Shavit anticipates a marketplace of Claim 1, wherein at least some 
of the registration information comprises a time limit for a transaction or one or more 
aspects thereof (Urgent Shipment - Col. 6, I. 55; late shipment - Col. 10, I. 36). 
Re. Claims 3 & 15, Shavit anticipates a marketplace of Claim 1, wherein at least some 
of the registration information comprises a payment point, the marketplace operable to 
generate payment instructions for communication to a participant in response to a 
transaction reaching the payment point (Fig.'s 14 (344), 15 (354), 16 (390); Col. 8, II. 55- 
64). 

Re. Claims 4 & 16, Shavit anticipates a marketplace of Claim 1, wherein at least some 
of the participation criteria is selected from the group consisting of item type information, 
value information, and delivery information (Col. 5, I. 65- Col. 6, I. 51). 
Re. Claims 5 & 17, Shavit anticipates a marketplace of Claim 1 , wherein the 
participation criteria for at least one participant comprise default criteria specifying all 
types of transactions (Col. 5, I. 65 - Col. 6, 1. 51). 

Re. Claims 6 & 18, Shavit anticipates a marketplace of Claim 1, wherein the initiated 
process comprises at least one associated person to assist in providing the 
corresponding service (Col. 5, 1. 34). 

Re. Claims 7 & 19, Shavit anticipates a marketplace of Claim 1 , wherein the specified 
event comprises the initiation of the associated commercial transaction (Col. 6, II. 19-25, 
34, 37-38). 

Re. Claims 8 & 20, Shavit anticipates a marketplace of Claim 1 , wherein the initiated 
process is operable to initiate a transfer of funds on behalf of the participant (Col. 8, 1. 
55 - Col. 9, I. 6). 
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Re. Claims 9 & 21, Shavit anticipates a marketplace of Claim 8, wherein the transfer of 
funds is made by a financial agent of the participant to a financial agent of a second 
participant through the marketplace (Col. 8, I. 65 - Col. 9, I. 19; among some agent to 
agent combinations are bank to bank, lender to bank, or bank to factor,). 
Re. Claims 10 & 22, Shavit anticipates a marketplace of Claim 8, wherein the initiated 
process is operable to generate information for communication to one or more 
enterprise resource planning (ERP) systems associated with the participant (Col. 1, II. 5- 
12; Col. 1, I. 24 -Col. 2, 1. 5. ERP systems are computer software systems which link 
purchasing/materials, accounting and manufacturing. The user systems anticipated by 
Shavit are the enterprise systems which existed in the middle 1980's and which have 
grown in sophistication since then. The ASK Manman ERP system was one of the 
leading old enterprise systems which was then supplanted in the middle 1990's by ERP 
systems provided by SAS, Baan, Oracle and others). 

Re. Claims 11 & 23, Shavit anticipates a marketplace of Claim 1 , wherein at least one 
of the processes is a participant qualification process operable to determine the 
acceptability of the participant and of one or more financial agents: 

• from which the participant may select (Col. 5 t I. 66 - Col. 6, 1. 51 ; Col. 8, 1. 55 - 
Col. 9, I.6); and 

• from or to which funds may be transferred on behalf of the participant (Col. 5, I. 
66 - Col. 6, I. 51 ; Col. 8, I. 55 - Col. 9, I.6). 

Re. Claims 26, 31 & 36, Shavit anticipates software and a method operating at a 
computer-implemented marketplace for settling a commercial transaction between a 
buyer and a seller, the software being embodied in a computer-readable medium and 
when executed operable to: 

• receive an order for at least one item from the buyer, the buyer being associated 
with stored participation criteria accessible to the marketplace that specifies one 
or more types of transactions in which the buyer is willing to participate in 
association with the marketplace, the participation criteria indicating that the 
buyer is willing to participate in purchase transactions, the buyer being pre- 
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qualified to enter into the one or more types of transactions specified in the 
participation criteria for the buyer, the order received from the buyer initiating a 
purchase transaction (Fig. 3; Col. 1, 1. 9-36; Col. 5, II. 16-24; Col. 6, II. 2-18, 34; 
Col. 15, II. 7-13); 

• communicate the order to the seller for fulfillment of the order (Col. 2, II. 21-26; 
Col. 5, II. 39-50; Col. 7, II. 1-5; Col. 8, II. 12-15); 

• receive notification from the seller in response to shipping of the item (Col. 1 1 , II. 
11-21, 55); 

• receive notification from the buyer in response to acceptance of the item (Col. 9, 
II. 26-27); 

• communicate payment instructions to at least one financial agent associated with 
the buyer (Col. 8, II. 55-58); 

• receive payment from the financial agent associated with the buyer (Col. 8, 1. 55 
-Col. 9, I. 19); 

• communicate the payment to a financial agent associated with the seller (Col. 8, 
II. 55-58); 

• receive notification from the seller in response to acceptance of the payment 
(Fig. 15 - managing payee's and payer's statement info.; Fig. 16 - statements 
and reports); 

• communicate accounting information reflecting settlement of the transaction (Fig. 
16 - statements and reports); and 

• monitor activities of the buyer in the purchase transaction to assess whether the 
buyer should continue to be pre-qualified to participate in purchase transactions 
(Fig. 8, 224-234; Col. 20, I. 64 - Col. 21, I. 36). 

Re. Claims 27 & 32, Shavit anticipates software of Claim 26, further operable to 
communicate the order to a financial agent associated with the buyer or the seller (Fig. 
2; Col. 5, I. 66 - Col. 6, I. 1 8; Col. 8, II. 23 - 41 , 55-58). 
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Re. Claims 28 & 33, Shavit anticipates software of Claim 26, wherein the financial 
agent associated with the buyer is integral to the buyer (Inherent, e.g. when the buyer is 
a financial institution). 

Re. Claims 29 & 34, Shavit anticipates software of Claim 26, wherein the financial 
agent associated with the seller is integral to the seller (Inherent, e.g. when the seller is 
a financial institution). 

Re. Claims 30 & 35, Shavit anticipates software of Claim 26, further operable to 
communicate the accounting information to enterprise resource planning (ERP) 
functionality associated with the buyer or the seller (Supra. See claims 10 & 22). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 37 - 44 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shavit et al. 

Re. Claims 37, 39, 41 & 43, Shavit discloses a system wherein participants are pre- 
qualified using one or more of: 

• one or more qualification ratings (Fig's 3, 4, 6, 8); and 

• one or more qualification categories (Col. 6, II. 9-18). 

Shavit does not explicitly disclose one or more qualification rankings. However, Shavit's 
disclosure in col. 6, II. 9-51 discloses a variety of optional qualifications a participant can 
register for which essentially establishes a ranking system established by the different 
mix and levels of participation of the various participants. It would have been obvious to 
an ordinary practitioner of the art at the time of Applicant's invention that a qualification 
rankings were suggested by Shavit based on these options offered by Shavit in order to 
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offer dramatic new automated efficiencies to prospective and current participants in an 
electronic marketplace system (Shavit, Col. 1, II. 61- 68). 

Re. Claims 38, 40, 42 & 44, Shavit does not explicitly disclose a system wherein the 
marketplace is further operable to automatically modify the pre-qualification of the at 
least one participant based on the monitoring of the activities of the participant in the 
ongoing transaction if such modification is determined to be appropriate. However, 
Shavit discloses an electronic marketplace wherein the marketplace is further operable 
to automatically modify a variety of information of participants based on automated 
interactive information service with the participant's computer information systems, 
including the activities of the participant in the ongoing transaction (Col. 8, II. 5-22). It 
would have been obvious to an ordinary practitioner of the art at the time of Applicant's 
invention to modify the pre-qualification of the at least one participant based on the 
monitoring of the activities of the participant in the ongoing transaction if such 
modification is determined to be appropriate based on the interactive information 
exchange taught by Shavit to the dramatic new automated efficiencies made available 
to prospective and current participants in an electronic marketplace system (Shavit, Col. 
1, 11.61-68). 

Response to Arguments 

3. Applicant's arguments with respect to claims 1-11, 13-13 and 25-44 have been 
considered but are moot in view of the new ground(s) of rejection necessitated by 
Applicant's amendments. 

Conclusion 

4. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Siegfried Chencinski whose telephone number is 703- 
305-6199. The Examiner can normally be reached Monday through Friday, 9am to 6pm. 
If attempts to reach the Examiner by telephone are unsucccessful, the Examinees 
supervisor, Hyung S. Sough, can be reached on 703- 308-0505. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Receptionist whose telephone number is (703) 
308-1113. 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks Washington D.C. 20231 
or faxed to: 

(703)872-9306 [Official communications; including After Final communications 
labeled "Box AF"] 

(703) 746-9601 [Informal/Draft communications, labeled "PROPOSED" or 
"DRAFT"] 

Hand delivered responses should be brought to Crystal Park 5, 241 1 Crystal Drive, 
Arlington, VA, 7th floor receptionist. 
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